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I. INTRODUCTION

The Appellant has appealed the trademark examining attorney’s refusal to register the
trademark WEISS WATCH COMPANY on the ground that it is primarily merely a

surname.

As set forth in the following sections of this Appeal Brief, Appellant respectfully
submits that the Examining Attorney’s contention is in error and requests that this
Board reverse the Examining Attorney’s refusal to register Appellant’s mark under
Trademark Act Section 2(e) and pass the WEISS WATCH COMPANY mark to

publication.

II. ARGUMENT

A.  Legal Standard

Lanham Act §2(e)(4), 15 U.S.C. § 1052(e)(4) provides authority for refusing
registration of a mark that is “primarily merely a surname.” The key word here is
“primar[y.]” As noted in the Trademark Manual of Examining Procedure (“TMEP”),
“The question of whether a mark is primarily merely a surname depends on the
mark’s primary significance to the purchasing public.” See TMEP {1211 (emphasis
added) citing Ex parte Rivera Watch Corp., 106 USPQ 145, 149 (Comm’r Pats. 1955). In
tact, TMEP {1211.01 takes note of the legislative history of the Trademark Act of
1946, which “indicates that the word ‘primarily’ was added to the existing statutory
language ‘merely’ with the intent to exclude registration of names such as Johnson’ or
‘Jones,” but not registration of names such as ‘Cotton’ or ‘King’ which, while

surnames, have a primary significance other than as a surname.” TMEP §1211.01

Sherman IP LLP 1
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citing Sears, Roebuck & Co. v. Watson, 204 F.2d 32, 33-34, 96 USPQ 360, 362 (D.C. Cir.
1953); Ex parte Rivera Watch Corp., 106 USPQ 145, 149 (Comm’r Pats. 1955).

Accordingly, in cases where the mark does not include stylistic elements, the TTAB
has endorsed using the following factors to determine a mark’s “primary” significance:
(1) Whether the surname is rare (see TMEP §1211.01(a)(v));
(2) Whether the term is the surname of anyone connected with the applicant;
(3) Whether the term has any recognized meaning other than as a surname (see
TMEP §§1211.01(a)—1211.01(a)(vii)); and
(4) Whether it has the "look and feel" of a surname (see TMEP 1211.01(a)(v1)).

See TMEP §1211.01 citing I re Benthin Mgmt. GmbH, 37 USPQ2d 1332, 1333-34
(TTAB 1995). “If there is any doubt as to whether a term is primarily merely a
surname, the Board will resolve the doubt in favor of the applicant.” Id. (emphasis
added) citing Yeley, 85 USPQ2d 1150, 1151 (T'TAB 2007); Benthin, 37 USPQ2d at
1334.

B.  The Rarity of WEISS

The first factor in the analysis of whether a mark is primarily merely a surname asks
whether the surname is rare. TMEP §1211.01(a)(v). “The rarity of a surname is an
important factor to be considered in determining whether a term is primarily merely a
surname.” See TMEP §1211.01(a)(v) citing In re Joint-Stock Co. “Baik,” 84 USPQ2d
1921, 1924 (TTAB 2007) (the fact that BAIK was a rare surname weighed against
refusal); In re Benthin Mgmt. GmbH, 37 USPQ2d 1332, 1333 (TTAB 1995) (same, but
with BENTHIN); Iz re Sava Research Corp., 32 USPQ2d 1380, 1381 (TTAB 1994)
(same, but with SAVA); In re Garan Inc., 3 USPQ2d 1537 (TTAB 1987) (same, but

Sherman IP LLP 2
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with GARAN). This is because “the degree of rarity of a surname has a direct bearing
on whether the term will be perceived by the public as primarily merely a

surname.” In re Sikorsky Aircraft Corp., 2006 TTAB LEXIS 852, *8-9 (TTAB 2000)
citing In re Industrie Pirelli, 9 USPQ2d 1564, 1566 (TTAB 1988); In re Garan Inc., 3
USPQ2d 1537, 1540 (TTAB 1987). “A surname may be so rare or obscure that it may
not fall within the proscription of Section 2(e)(4) of the Act.”” Id. citing In re Benthin, 37
USPQ2d 1332; In re Sava, 32 USPQ2d 1380.

The Examining Attorney asserted in the July 6 Office Action that the WEISS
appeared some 99,000 times in a nationwide phone directory and 56,000 in the 2000
Census. Appellant points out that in a nation of over 320 million people, 56,000
results amounts to barely 0.02% of the 320 million Americans. Even the 99,000
phone directory names, collectively, is barely 0.03% of the total U.S. population. Such
a small percentage of Americans having the Weiss surname supports Appellant’s

assertion that WEISS is a rare surname.

Further, when a mark includes wording in addition to a term that, standing alone, may
be considered primarily merely a surname, the question is whether the mark sought to
be registered as a whole would be perceived by the public primarily merely as a
surname. TMEP §1211.01(b) (citing In re Hutchinson Tech. Inc., 852 F.2d 552, 554, 7
USPQ2d 1490, 1492 (Fed. Cir. 1988)). That is not the case here.

The treatment of such marks depends on the significance of the non-surname
wording. TMEP §1211.01(b)(vi). Here, as in Huchinson Technology, the mark may not be
parsed into its separate parts of WEISS or WATCH or COMPANY, but needs to be
considered as a singular whole, WEISS WATCH COMPANY and if the singular
mark WEISS WATCH COMPANY is capable of functioning as a mark in its entirety,

Sherman IP LLP 3
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as it is here, then it is registerable. Id. Further, it has long been established under the
“anti-dissection rule” that “the commercial impression of a trademark is derived from
it as a whole, not from its elements separated and considered in detail. For this reason,
it should be considered in its entirety.” Estate of P. D. Beckwith, Inc. v. Commissioner of
Patents, 252 U.S. 538, 545-406, 64 L. Ed. 705, 40 S. Ct. 414 (1920). It violates the anti-
dissection rule to focus on the “prominent” feature of a mark, ignoring other
elements of the mark. Massey Junior College, Inc. v. Fashion Institute of Technology, 492 F.2d
1399, 181 U.S.P.Q. 272 (C.C.P.A. 1974). See Franklin Mint Corp. v. Master Mfg. Co., 667
F.2d 1005, 212 U.S.P.QQ. 233 (C.C.P.A. 1981) (“It is axiomatic that a mark should not

be dissected and considered piecemeal; rather, it must be considered as a whole in.”).

The Examiner does not assert that WEISS WATCH COMPANY, the mark in its
entirety, is primarily a surname, nor could he credibly. Appellant asserts that its mark,

taken as a whole, is not a surname nor is it a well-known surname.

C. WEISS Has Another Non-Surname Meaning

The Board has previously considered evidence as an indicator that a term lacks non-
surname significance. See I re Petrin Corp., 231 U.S.P.Q. 902, 903 (T.T.A.B. 1980).
Further, in determining whether a term is primarily merely a surname, the examining
attorney must consider whether the term has any meaning in a foreign language. This
determination is made from the point of view of American buyers familiar with the
toreign language. In re Isabella Fiore, 1.1.C, 75 USPQ2d 1564 (TTAB 2005) (holding
FIORE — the Italian equivalent of "Flower" — not primarily merely a surname).

TMEP §1211.01 () (vii).

Sherman IP LLP 4
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In the February 3 Office Action, the Examining Attorney asserts “there are no
dictionary definitions for ‘WEISS.”” In its Office Action response, Appellant
provided evidence that WEISS is the German word for “white,” a clearly non-
surname term. In response, the Examining Attorney alleges the evidence provided is
unpersuasive because the significance of WEISS to the potential American
purchasers, including those who recognize it as a non-English term meaning “white,”
is more likely that of a surname, particularly given the popularity of the term as a
surname. This conclusion is disingenuous at best. There are over 1.3 million
German-speaking persons in the United States. See Exhibit A, a true and correct
copy of the Wikipedia article German Language in the United States, attached hereto and

incorporated by reference herein.

There are 13 times more German speaking persons in the U.S. than those with the
WEISS surname. Itis more reasonable that “American buyers familiar with the
foreign language” would more readily translate “Weiss” into “white” than presume it

a surname.

D. WEISS WATCH COMPANY Does Not Have The “Look and Feel” of a

Surname

Even in the absence of non-surname significance, a reasonable application of the
“primary significance to the purchasing public” test could result in a finding

that the surname, when used as a mark, would be perceived as arbitrary or fanciful. Ir
re United Distillers ple, 56 USPQ2d 1220, 1222 (TTAB 2000) (finding HACKLER does
not have the look and feel of a surname); see also 17 re Joint-Stock Co. “Baik,” 84

USPQ2d 1921, 1923 (TTAB 2007) (finding lack of other recognized meaning does

Sherman IP LLP 5
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not in itself imbue a mark with the “look and feel” of a surname).

The Examining Attorney does not assert the applied-for WEISS WATCH
COMPANY has a “look and feel” of a surname. It cannot be assumed, therefore,
that WEISS WATCH COMPANY could possibly have the “look and feel” of a
surname. Moreover, the applied-for mark WEISS WATCH COMPANY simply lacks
the look and feel of a surname sufficient that it would be perceived by the purchasing
public to be primarily a surname. Like HACKLER in I re United Distillers ple, the term
at issue simply does not have the immediate look and feel of a surname such as
SMITH or JONES. Rather, it lacks this requisite element that would establish the
primary significance of the same as a surname sufficient to hold on the instant refusal,

namely, the overall look and feel of a surname.

E.  Other Registered WEISS Marks

The inherent distinctiveness of WEISS is confirmed by the existence of other
WEISS-formative marks on the Principal Register. Those registrations involve no
disclaimer of WEISS as descriptive and no claim of acquired distinctiveness under
Section 2(f). Indeed, the Principal Register includes other registered or allowed
trademarks containing the word “weiss” without any Section 2(f) claim or evidence of

acquired distinctiveness. These third party registrations and allowed applications

include:
Cited Mark Application / Registration Numbers
Stylized WEISS 76369807 / 2941063
WEISS MULTI-STRATEGY 76663505 / 3243402
ADVISERS
Sherman IP LLP 6
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Cited Mark Application / Registration Numbers
WEISS WEISS BABY 86679646 / 4910160
WEISS-ROHLIG 78272190 / 3249924
Stylized WEISS 77633227 / 3826877
Stylized WEISS ENTERPRISES 75829487 / 2502867

These registrations support the registrability of the Appellant’s WEISS WATCH
COMPANY mark and show that accepting this Application for publication and
ultimately registration is entirely consistent with previous USPTO conclusions that

WEISS is not primarily merely a surname.

F.  Any Doubt Favors Registrability

Appellant points out that “[i]f there is any doubt as to whether a term is primarily
merely a surname, the Board will resolve the doubt in favor of the applicant.” TMEP
§1211.01 (emphasis added) citing Yezey, 85 USPQ2d 1150, 1151 (TTAB 2007);
Benthin, 37 USPQ2d at 1334. In this case, the evidence submitted by the Examining
Attorney and Appellant suggests that WEISS is, at the very least, a rare surname.
Given the existence of the German-language meaning of “white” when referring to
“Weiss,” Appellant contends that consumers would not view the primary significance
of WEISS WATCH COMPANY to be merely a surname. Therefore, TTAB

precedent compels a finding in Appellant’s favor.

III. CONCLUSION

In order for a designation to be rejected under Section 2(e)(4), the designation must

not simply be a surname; it must be “primarily merely” a surname. The word

Sherman IP LLP 7
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“primarily” means that the main significance of the word must be as a surname and
not as something else. See In re McDonald’s Corp., 230 U.S.P.Q. 304, 307 (T.T.A.B.
1986). That a word mays, in fact, be the name of someone is not controlling. As the
Board stated in Iz re BDH Two, Inc., 26 U.S.P.Q.2d 1556, 1558 (T.T.A.B. 1993),

[W]e concede that the undisputed evidence indicates the

term ‘grainger’ has no recognized meaning other than that

of a surname. In this appeal, however, we must answer

whether GRAINGERS is or is not ‘primarily merely a

surname’ within the meaning of the statute. We believe it is

not.

Refusal to register Appellant’s WEISS WATCH COMPANY mark should be

reversed.
Dated: September 26, 2016 SHERMAN IP LLP
By:  /s/ Joshua A. Schaul
Joshua A. Schaul, Reg. No. 57691
Sherman IP LLP 8
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EXHIBIT A
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German language in the United States

German Speakers, 2000

German language spread in the United States, 2000

Over 50 million Americans claim German ancestry,
which makes them the largest single ethnic group in the
United States. Around 1.38 million people in the United
States speak the German language.®! It is the second most
spoken language in North Dakota.[%! In 16 states, it is the
most spoken language other than English and Spanish.!”’

1 History

German became the second most widely spoken language
in the U.S. starting with mass emigration to Pennsylva-
nia from the German Palatinate and adjacent areas start-
ing in the 1680s, all through the 1700s and to the early
20th century. It was spoken by millions of immigrants
from Germany, Switzerland, and the Austro-Hungarian
and Russian Empires, and their descendants. Many news-
papers, churches and schools operated in German as did
many businesses. The use of the language was strongly
suppressed by social and legal means during World War I,
and German declined as a result, limiting the widespread
use of the language mainly to Amish and Old Order Men-
nonite communities. After the First World War, German
lost its position as the second most widely spoken lan-
guage in the United States.*!

1.1 German-language Methodist Church

Around 1800, two German-language Methodist churches
were founded, the “Vereinigten Briider in Christo” and
the “Evangelische Gemeinschaft”. Both used Methodist
hymnals in German and published German newspapers,
of which one existed until 1937. From the middle of the

19th century English was used as a second language in the
churches, but there were regions in which German was the
main church language into the 20th century. In 1937 both
churches fused and joined the United Methodist Church
in 1968.

German newspapers in the U.S., 1922.

1.2 German-language press

The first German newspaper in the U.S. was der
Hochdeutsch-Pennsylvanische Geschicht-Schreiber, oder
Sammlung Wichtiger Nachrichten aus dem Natur- und
Kirchen-Reich (“the High German-Pennsylvanian story-
writer, or collection of important news from the realms of
nature and the church”), later known as die Germantauner
Zeitung.""! 1t was a German-language paper, Der
Pennsylvanische Staatsbote that on July 5, 1776, was the
first paper to report the American Declaration of Inde-
pendence, and it did so in German translation. English
readers would have to wait a day later to read the English
text in the Pennsylvania Evening Post.

In the 19th century the German press increased in im-
portance and the number of dailies exploded. In 1909 a
report stated “every American city or town with a large
German population possesses one or more German news-
papers. In New York City there are twelve or more...
the best... being...the New Yorker Staats-Zeitung. The
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Illinois Staats-Zeitung has nearly as large a circulation,
and the Milwaukee Germania claims the largest circu-
lation of all. The Milwaukee Herold comes not far be-
hind. Philadelphia has its Demokrat, Baltimore its Corre-
spondent, Cincinnati its Volksblatt, St. Louis...its...Die
Westliche Post and Der Anzeiger des Westens.” It also
reported that compared to 17,194 English papers in
the U.S. in 1900, there were 613 German ones. The
next largest language group, the Scandinavian, had only
1151101

With repression of the German language during World
War I, the German press in America was reduced drasti-
cally.

DON’T SPEAK THE
ENEMY'S LANGUAGE!

B HAGLCL -, Bikodak
ast ZERAETTAT :E; g el
WA 3 _nt-. :
; e

e

The Iguur Freedoms Are Mot In His Vocabulan

SPEAK AMERICAN!

A poster of WWII era discouraging the use of Italian, German,
and Japanese.

1.3 Persecution during World War I

When the U.S. joined in World War I, an anti-German
hysteria quickly spread in American society. German-
Americans, especially immigrants, were blamed for mil-
itary acts of the German Empire, and even speaking Ger-
man was seen as unpatriotic. Many German-American
families anglicized their names (e.g. from Schmidt to
Smith, Schneider to Taylor, Miiller to Miller), and Ger-
man nearly disappeared in public. Many states forbade
the use of German in public and the teaching of German
in schools.

An extensive campaign forbade all things German, such
as performing the music of German composers at sym-
phony concerts. Language was the focus of legislation at

2 DIALECTS AND GEOGRAPHIC DISTRIBUTION

state and local levels. It took many forms, from requiring
associations to have charters written in English to banning
speaking German within city limits. Some states banned
the teaching of all foreign languages, though most only
banned German. A bill was introduced in October 1918
to create a national Department of Education, intended
to restrict federal funds to states that enforced English-
only education. The Lutheran Church was divided by an
internal battle over conducting services and religious in-
struction in German.!'!}

On April 9, 1919, Nebraska enacted a statute called “An
act relating to the teaching of foreign languages in the
state of Nebraska,” commonly known as the Siman Act.
It provided that “No person, individually or as a teacher,
shall, in any private, denominational, parochial or pub-
lic school, teach any subject to any person in any lan-
guage other than the English language.” It forbade for-
eign instruction to children who had not completed the
eighth grade. A total ban on teaching German in both
public and private schools was imposed for a time in
at least fourteen states, including California, Indiana,!?!
Wisconsin,!!3! Ohio, Towa and Nebraska. California’s ban
lasted into the mid-1920s. German was banned again in
California churches in 1941. The Supreme Court case in
Meyer v. Nebraska ruled that these laws were unconsti-
tutional, but German never recovered its position as the
second language in the United States. Pennsylvania's leg-
islature passed a German-language ban, but it was vetoed
by the governor.

Much of the animosity against German had to do with
the Socialist, pacifist and isolationist tendencies of many
German-Americans.

2 Dialects and geographic distribu-
tion

2.1 Pennsylvania German

Main article: Pennsylvania German language

Old Order Amish, Old Order Mennonites and other
Pennsylvania Germans speak a dialect of German known
as Pennsylvania German (widely called Pennsylvania
Dutch, where Dutch is used in its archaic sense, thus not
limited to Dutch but including all variants of German).[!>!
It is a remnant of what was once a much larger German-
speaking area in eastern Pennsylvania. Most of the
“Pennsylvania Dutch” originate from the Palatinate area
of Germany and their language is based on the dialect of
that region.!'®! While the language is stable among the
Old Orders and the number of speakers growing due to
the high birth rate among the Old Orders, it is quickly de-
clining among the non-plain Pennsylvania Germans (also
called Fancy Dutch).
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2.3 Alsatian dialect of German

2.1.1 Indiana

There is also a significant population of Amish and
Old Order Mennonites located in rural areas of Elkhart
County and LaGrange County, Indiana, who speak Penn-
sylvania Dutch. A much smaller community of Pennsyl-
vania Dutch-speaking Amish is found in Parke County,
in western Indiana. Many English words have become
mixed with this dialect and it is quite different from
Standard German (Hochdeutsch), but quite similar to the
dialect of the Palatinate region.

Usually, Pennsylvania Dutch (often just “Dutch” or
“Deitsch”) is spoken at home, but English is used when in-
teracting with the general population. The Amish and Old
Order Mennonites of northern Indiana often differentiate
between themselves and the general population by refer-
ring to them, respectively, as the “Amish” and the “En-
glish”, noting the difference in language. Pennsylvania
“Dutch” is sometimes used in worship services, though
this is more common among the Amish than the Men-
nonites. More mainstream (city) Mennonites may have
a working knowledge of the language, but it is not fre-
quently used in conversation or in worship services.

Parking meter checker stands by his police vehicle which is im-
printed with the German word for police (Polizei). It is part of
the town’s highlighting its German ethnic origins. New Ulm, Min-
nesota, July 1974.

2.2 Bernese German

Main article: Bernese German

Bernese German, (Standard German: Berndeutsch,
Alemannic German: Bérndiitsch) is a subdialect of High
Alemannic German which is spoken by Old Order Amish
in Adams County, Indiana and their daughter settlements.
There are several thousand speakers of the dialect in the
USA.

2.3 Alsatian dialect of German

Main article: Alsatian dialect

Alsatian, (German: Elsdissisch), is a Low Alemannic Ger-
man dialect spoken by Old Order Amish in Allen County,
Indiana and their daughter settlements. These Amish im-
migrated to the US in the mid 1800. There are fewer
speakers of Alsatian in Indiana than of Bernese German.
Even though there are several thousands speakers. There
are also speakers of Bernese German and Pennsylvania
German living in the community. Most speakers of Al-
satian also speak or at least understand Pennsylvania Ger-
man. Speakers of Alsatian in Indiana are thus exposed
to five languages or dialects: Alsatian, Bernese German,
Pennsylvania German, Standard German and English.[!”!

2.4 Texas German

Main article: Texas German

A dialect called Texas German is based in the Texas
Hill Country around the town of Fredericksburg still ex-
ists, but has been dying out since the end of World War
II. Following the introduction of English-only schooling
during both world wars, Texas German speakers drifted
towards English and few passed the language to their
descendants. ('8!

2.5 Hutterite German

Main article: Hutterite German

Hutterite communities in the United States and Canada
speak Hutterite German, an Austro-Bavarian dialect.
Hutterite is spoken in the U.S. states of Washington,
Montana, North and South Dakota, and Minnesota; and
in the Canadian provinces of Alberta, Saskatchewan, and
Manitoba.

2.6 Plautdietsch

Main article: Plautdietsch

Plautdietsch, a Low German dialect, is spoken by
“Russian” Mennonites, who immigrated mostly to Kansas
in the mid 1870. These Mennonites tended to slowly as-
similate into the mainstream society over several Genera-
tions, but “Russian” Mennonite immigrants mainly from
Mexico, where there is no assimilation, invigorated Plaut-
dietsch in Kansas.
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3 German as the official US lan-
guage myth

An urban legend, sometimes called the Muhlenberg leg-
end after Frederick Muhlenberg, states that English only
narrowly defeated German as the U.S. official language.
In reality, the proposal involved a requirement that gov-
ernment documents be translated into German.!!?!(20]
The United States has no statutory official language; En-
glish has been used on a de facto basis, owing to its status
as the country’s predominant language.

In Pennsylvania, which had a large German-American
population, German was long allowed as the language
of instruction in schools,?!! and state documents were
available in German until 1950. As a result of anti-
German sentiment during World War I, the fluency de-
creased from one generation to the next and only a small
fraction of Pennsylvanians of German descent are fluent
in the German language.

4 German-American tradition in
literature

The ties between Germany and the United States hav-
ing been historically strong has brought about a number
of important literary authors./??! In modern German lit-
erature, this topic has been addressed frequently by the
Boston-born author of German and English lyrical po-
etry, Paul-Henri Campbell.

5 Use in education

According to a government-financed survey, German was
taught in 24% of American schools in 1997, and only
14% in 2008.123!

German is third in popularity after Spanish and French in
terms of the number of colleges and universities offering
instruction in the language.**!

5.1 German language schools

e Fairview-Clifton German School,

Cincinnati®!

Language

e German American School, Portland, Oregon

e German Language School, Cleveland!?®!

e German Language School, Columbus, Ohiol?”!
e German School Phoenix, Tempe, Arizona?®!

e Goethe-Instituts in Atlanta, Boston, Chicago, New
York City, San Francisco and Washington, D.C.1#9

7 SEE ALSO

e Milwaukee German Immersion Elementary School,
Milwaukee*"!

e Twin Cities German Immersion School, St. Paul,
Minnesota

e Waldsee (camp) near Bemidji, Minnesota

e German International School Boston

e German School New York

e German International School of Silicon Valley

e German School Washington, D.C.

6 Presidents

See also: List of multilingual Presidents of the United
States

7 See also

e American Association of Teachers of German

e Bennett Law

e Bilingual education

e German American

e German American National Congress

e German-American Heritage Foundation of the USA

e French language in the United States

Media

o Arbeiter-Zeitung,
newspaper.

a Chicago German-language

o  Waechter und Anzeiger , was a Cleveland German
language newspaper (once held daily circulation of
34,000).131

o New Yorker Staats-Zeitung
o Der Volksfreund, a newspaper in Buffalo, New York.

o Neue Presse, a Los Angeles German-language news-
paper

e KMTP, Deutsche Welle TV affiliate for the San
Francisco Bay Area

o KJAY, Sacramento radio station with weekly Ger-
man broadcast

e Hiwwe wie Driwwe, the only existing Pennsylvania
German newspaper
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